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address of the current registered owner . . . on the banner page of all full-function copies.” Col.
16:25-33.

Additionally, the nature of the problem to be solved would have directed persons of
ordinary skill in the art to combine these References. For example, to prevent the “passing on the
purchased merchandise,” Civanlar discloses a system where such “passing” of merchandise
“require[s] disclosure of the purchaser’s personal information.” Col. 2:56-67.

G. Claim limitation describing “authorising software contains said identity

program code therein”

To the extent that any of the References do not explicitly disclose the above limitation as
found in claim 8, the References inherently disclose the above limitation, either alone or in
combination with each other.

For at least the following reasons, one of ordinary skill in the art would have been
motivated to combine the following exemplar references with any of the other References. A
person of ordinary skill in the art would have been motivated to combine, for example, one of the
following exemplar prior art references with one or more of the References because one of
ordinary skill in the art would have known to prevent unauthorized software access by developing
a protection scheme where the authorizing software contains an identity program code. For
example, to “prevent[] the user or others from circumventing the royalty payment process,”
Hartrick discloses an “authorization message [that] contain[s] authentication data which is used
by the royalty payment program 45 in the user’s workstation 10 to authenticate the authorization
message from the publisher.” Col. 16:26-33. Similarly, “to harness the user’s ability to copy and
distribute [software developers’] product[s],” Grundy discloses storing an “ownership details
record . . . in the host software product's program code segment.” Col. 3:7-9; Col. 20:19-25.

The References themselves also suggest their use in a variety of applications and
combinations, further supporting a finding of obviousness. For instance, to ensure that
“unauthorized copies [can] be traced to the original licensee,” Waite discloses “build[ing] a
unique tamperproof overlay file generated by merging the user identification data with critical

segment program instructions.” Col. 2:10-14; Col. 3:43-4:14.
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Additionally, the nature of the problem to be solved would have directed persons of
ordinary skill in the art to combine these References. For example, to solve the problem of “copy
protection . . . in the sale and distribution of software,” Chernow discloses an “Interactive
Program” that “record[s] the customer’s name, address phone number and credit card.” Col.
1:42-43; Col. 6:48-52.

H. Claim limitation describing “obtaining first information from a user of a
processing apparatus having an identity software . .. wherein: said identity
software being for providing a second information specific to rightful user(s)
of said software desired to be protected, if said correct first information is
being obtained from a user thereof”

To the extent that any of the References do not explicitly disclose the above limitation as
found in claim 11, the References inherently disclose the above limitation, either alone or in
combination with each other.

For at least the following reasons, one of ordinary skill in the art would have been
motivated to combine the following exemplar references with any of the other References. A
person of ordinary skill in the art would have been motivated to combine one of the following
exemplar prior art references with one or more of the References because one of ordinary skill in
the art would have known to obtain first information from a user and then provide second
information to such user to prevent unauthorized access of protected software. For instance, to
ensure that “software [can] run in a use mode on a platform if and only if an appropriate licensing
procedure has been followed,” Richardson discloses a registration procedure wherein a user
“communicates the information unique to the user . . . to the registration authority,” which in turn
“provides the registration number . . . to the user.” Col. 2:53-55; Col. 7:8-38. Similarly, because
“[i]t is common for computer users to connect to a large mainframe computer to get computer
services,” Crawford discloses assigning a user ID and password after the “user responds to signup
information.” Col. 1:20-21; Col. 28:28-32.

The References themselves also suggest their use in a variety of applications and

combinations, further supporting a finding of obviousness. For example, to “monitor[] when [a]
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digital application is iﬁvoked for usage,” Archibald discloses obtaining a user’s application
information and then generating an accounting message, which includes “the user ID . . . or user
account number.” Col. 3:41-42; Col. 6:48-7:6.

Additionally, the nature of the problem to be solved would have directed persons of
ordinary skill in the art to combine these References. For example, to “manag|e] an identifier
indicating information about a destination to which a software program is distributed,” Okada
discloses requiring a user to “input[] his name [and] the number of his cash card,” and “[a]fter the
cash card is authenticated,” providing the user “with an official user identifier UID and an official
user password PSW.” Col. 1:9-11; Col. 8:42-63.

L. Claim limitation describing “first information being a password”

To the extent that any of the References do not explicitly disclose the above limitation as
found in claim 12, the References inherently disclose the above limitation, either alone or in
combination with each other.

For at least the following reasons, one of ordinary skill in the art would have been
motivated to combine the following exemplar references with any of the other References. A
person of ordinary skill in the art would have been motivated to combine one of the following
exemplar prior art references with one or more of the References because one of ordinary skill in
the art would have known to require a password to prevent unauthorized access to protected
software. For instance, IBM discloses that “authentication in many Web applications (including
the IBM infoMarket service) is performed today through the use of a user ID/password assigned
to a consumer during service registration.” “IBM infoMarket Rights Management Overview”

(“infoMarket”), p. 3. Similarly, LEXIS/NEXIS requires its users to enter a password before

accessing the research database. p. 7.

The References themselves also suggest their use in a variety of applications and
combinations, further supporting a finding of obviousness. For example, for secured access to
network software, MSN requires its users to “invent secure passwords to protect access to their

accounts.” Resource, pp. 926, 928.
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Additionally, the nature of the problem to be solved would have directed persons of
ordinary skill in the art to combine the References. For example, to protect a customer’s account
and purchased software, Ginter requires “user password validation.” Col. 121:24-26.

J. Claim limitation describing “(a) obtaining by protection software running on

a processing apparatus, say, first processing apparatus, first information
from the user thereof; (b) determining by said protection software, from said
processing apparatus second information related to the hardware or/and
software thereof . . . in response to said first information obtained being
consistent with third information contained in said protection software”

To the extent that any of the References do not explicitly disclose the above limitation as
found in claim 16, the References inherently disclose the above limitation, either alone or in
combination with each other.

For at least the following reasons, one of ordinary skill in the art would have been
motivated to combine the following exemplar references with any of the other References. A
person of ordinary skill in the art would have been motivated to combine one of the following
exemplar prior art references with one or more of the References because one of ordinary skill in
the art would have known to obtain first information related to a user and then determine second
information related to hardware or software to prevent unauthorized access to protected software.
For instance, to “prevent|] copying or browsing of a protected information base without adequate
compensation to the publisher and its information base property (data) suppliers,” Shear discloses
a system that “require[s] the user to input identification and/or password information along with
his access request” and that gathers information related to the database file being accessed after
comparing “the inputted ID/password . . . with a list of authorized IDs/passwords stored in
memory.” Col. 7:29-32; Col. 15:7-37. Similarly, to “monitor[] and control[] the use of
information stored on a storage medium,” Grundy discloses a system that displays “the user data
of the registered owner” and that generates a “hardware identification code” “to ensure that the

software is still being used on the hardware for which it was authorized” after “confirm[ing] that
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the user data as displayed on the input/output device 12 is correct.” Col. 4:23-24; Col. 13:68-
14:11; Col. 17:7-41.

The References themselves also suggest their use in a variety of applications and
combinations, further supporting a finding of obviousness. For example, as a secure replacement
for a standard handheld book, Munyan discloses a system that “requests the user to enter a user
identification code and/or a password” and that incorporates a security circuit into the memory
storage device of the user’s Personal Electronic -Book unit so that “the data stored in said memory
storage device can only be accessed by the Personal Electronic Book unit that downloaded the
information or product from the on-line bookstore and to discourage theft of the Personal
Electronic Book.” Col. 7:35-42; Col. 14:52-62.

Additionally, the nature of the problem to be solved would have directed persons of
ordinary skill in the art to combine these References. For example, to reduce “the complexity of
licensing and managing networks of distributed applications,” Wyman discloses a system that
requires its users to send a software access request “identifying the user” and that provides license
data comprising information related to “an operating system [and] a specific hardware platform”
after comparing the identification information with license authorization information. Col. 6:38-
40; Col. 16:20-34; Claim 3.

II1. Patent L.R. 3-3(c)

Exhibit B contains charts identifying where each limitation of each Asserted Claim
appears in each item of prior art for the 797 patent. The citations provided in these claim charts
are representative of the teachings of the listed references. In light of the deficiencies in Tse’s
Infringement Contentions, Defendants reserve the right to modify these charts to add additional
prior art references, as appropriate, in light of information gained through ongoing investigations
or during discovery, arguments or positions advanced by Tse, or the Court’s claim construction
rulings.

IV.  Patent L.R. 3-3(d)
The Asserted Claims are invalid for lack of written description, enablement, and/or best

mode under 35 U.S.C. § 112, § 1 and for failing to particularly point out and distinctly claim the
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subject matter that the applicant regards as his invention under 35 U.S.C. § 112, § 2. The
following contentions under 35 U.S.C. § 112,41 & § 2 are merely exemplary and are not
exhaustive. In light of the deficiencies in Tse’s Infringement Contentions, Defendants reserve the
right to supplement these Invalidity Contentions to identify further bases for invalidity under 35
US.C.§112,91&92.

Claim 1 is invalid for lack of written description or enablement. Among other things,
Claim 1 recites “access to said software desired to be protected is being provided without causing
a said operation being performed” where “said operation” is an “electronic commerce operation.”
The 797 patent does not disclose how to access software without causing an electronic
commerce operation. Claim 1 is also invalid for indefiniteness as the 797 patent does not define
the phrase “identity information” and does not point out what the “rightful user” “has to be
responsible” for. Additionally, Claim 1 is invalid because the *797 patent does not disclose the
best mode of practicing the invention as recited in Claim 1.

Claims 2-5 are invalid for lack of written description or enablement for at least the reason
that they depend from Claim 1, which lacks written description or enablement support. Claims 2-
5 are also invalid for indefiniteness for at least the reason that they depend from Claim 1, which is
indefinite. Also, Claim 4 is indefinite because there is no antecedent basis for “the decryption
result of said encrypted identity,” and Claim 5 is indefinite because there is no antecedent basis
for “the decryption result of said stored encrypted identity.” Additionally, Claims 2-5 are invalid
because the *797 patent does not disclose the best mode of practicing the invention as recited in
Claim 2-5 and because Claims 2-5 depend from Claim 1, which is invalid for lack of best mode.

Claim 6 is invalid for lack of written description or enablement. Among other things,
Claim 6 recites that “the improvement resides in said protection basing on no hardware and/or
software specific to said rightful user(s) other than said identity program code.” This language is
incomprehensible and to the extent it is even partly understood, it is not supported by the *797
patent. Claim 6 also recites “providing user access to said software desired to be protected,
without causing a said operation being performed” where “said operation” is an “electronic

commerce operation.” The *797 patent does not disclose how to access software without causing
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an electronic commerce operation. Claim 6 is also invalid for indefiniteness as the phrase “the
improvement resides in said protection basing on no hardware and/or software specific to said
rightful user(s) other than said identity program code” is incomprehensible. Additionally, Claim
6 is invalid because the *797 patent does not disclose the best mode of practicing the invention as
recited in Claim 6.

Claims 7-8 are invalid for lack of written description or enablement for at least the reason
that they depend from Claim 6, which lacks written description or enablement support.
Claims 7-8 are also invalid for indefiniteness for at least the reason that they depend from
Claim 6, which is indefinite. Additionally, Claims 7-8 are invalid because the *797 patent does
not disclose the best mode of practicing the invention as recited in Claims 7-8 and because
Claims 7-8 depend from Claim 6, which is invalid for lack of best mode.

Claim 11 is invalid for lack of written description or enablement. Among other things,
Claim 11 recites “access to said software desired to be protected is being provided without
causing a said operation being performed” where “said operation” is an “electronic commerce
operation.” The 797 patent does not disclose how to access software without causing an
electronic commerce operation. Claim 11 is also invalid for indefiniteness as the 797 patent does
not define “first information” and “second information.” Moreover, the *797 patent does not
point out what the “rightful user” “has to be responsible” for. Additionally, Claim 11 is invalid
because the *797 patent does not disclose the best mode of practicing the invention as recited in
Claim 11.

Claim 12 is invalid for lack of written description or enablement for at least the reason
that it depends from Claim 11, which lacks written description or enablement support. Claim 12
is also invalid for indefiniteness for at least the reason that it depends from Claim 11, which is
indefinite. Additionally, Claim 12 is invalid because the 797 patent does not disclose the best
mode of practicing the invention as recited in Claim 12 and because Claim 12 depends from
Claim 1 1, which is invalid for lack of best mode.

Claim 14 is invalid for lack of written description or enablement. Among other things,

Claim 14 recites “access to said software desired to be protected is being provided without
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causing a said operation being performed” where “said operation” is an “electronic commerce
operation.” The *797 patent does not disclose how to access software without causing an
electronic commerce operation. Claim 14 is also invalid for indefiniteness as the 797 patent does
not define the phrase “identity information” and does not point out what the “rightful user” “has
to be responsible” for. Additionally, Claim 14 is invalid because the *797 patent does not
disclose the best mode of practicing the invention as recited in Claim 14.

Claim 15 is invalid for lack of written description or enablement for at least the reason
that it depends from Claim 14, which lacks written description or enablement support. Claim 15
is also invalid for indefiniteness for at least the reason that it depends from Claim 14, which is
indefinite. Additionally, Claim 15 is invalid because the *797 patent does not disclose the best
mode of practicing the invention as recited in Claim 15 and because Claim 15 depends from
Claim 14, which is invalid for lack of best mode.

Claim 16 is invalid for lack of written description or enablement. Among other things,
Claim 16 recites “permitting use of said software desired to be protected on said second
processing apparatus.” The ’797 patent does not describe how a second processing apparatus can
use the protected software; indeed, the *797 patent does not even disclose multiple processing
apparatuses. Claim 16 also recites “said method is being performed without causing a said
transaction take place” where “said transaction” is an “electronic commerce transaction.” The
*797 patent does not disclose how to access software without causing an electronic commerce
transaction to take place. Claim 16 is also invalid for indefiniteness as the *797 patent does not

22 &K

define “first information,” “second information,” and “third information.” Moreover, the *797
patent does not point out what the “rightful user” “has to be responsible” for. Additionally, Claim
16 is invalid because the *797 patent does not disclose the best mode of practicing the invention
as recited in Claim 16.

Claim 18 is invalid for lack of written description or enablement. Among other things,
Claim 18 recites “said sub-method a cost is being charged from said account; and thereafter, said

sub-method being capable of being used on a processing apparatus, say, second processing

apparatus, without re-charging from said account said cost.” The *797 patent does not describe
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how a second processing apparatus can use the sub-method; indeed, the *797 patent does not even
disclose multiple processing apparatuses. Also, the 797 patent does not support the operation of
this sub-method and in particular does not describe how to use the sub-method “without re-
charging.” Claim 18 is also invalid for indefiniteness because there is no antecedent basis for
“authenticated information related to said person.” Additionally, Claim 18 is invalid because the
’797 patent does not disclose the best mode of practicing the invention as recited in Claim 18.

Claim 19 is invalid for lack of written description or enablement for at least the reason
that it depends from Claim 18, which lacks written description or enablement support. Moreover,
Claim 19 also recites “wherein no charge for repeating said sub-method.” The *797 patent does
not describe “no charge for repeating said sub-method.” Claim 19 is also invalid for
indefiniteness for at least the reason that it depends from Claim 18, which is indefinite.
Additionally, Claim 19 is invalid because the *797 patent does not disclose the best mode of
practicing the invention as recited in Claim 19 and because Claim 19 depends from Claim 18,
which is invalid for lack of best mode.

Claim 21 is invalid for lack of written description or enablement. Among other things,
Claim 21 recites “wherein said method is being performed without charging said account.” The
797 patent does not describe how the method can be performed without charging an account.
Additionally, Claim 21 recites “said at least a part of functionality being not related to said
validity status of said account.” To the extent this language can be understood, the *797 patent
does not support “a part of functionality” not being related to the validity status of an account.
Claim 21 is also invalid for indefiniteness as the *797 patent does not define “at least a part of
functionality.” Moreover, the 797 patent fails to point out how “at least a.part of functionality”
is not related the validity status of an account. Indeed, Claim 21 also recites “verifying said
account being valid . . . [and] a positive result of said verification [is] a precondition for providing
user access to at least a part of the functionality.” This language is internally inconsistent,
incomprehensible, and indefinite. Additionally, Claim 21 is invalid because the 797 patent does

not disclose the best mode of practicing the invention as recited in Claim 21.
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Claim 22 is invalid for lack of written description or enablement for at least the reason
that it depends from Claims 1, 12, 14, 16, 18, and 21, which lack written description or
enablement support. Claim 22 is also invalid for indefiniteness for at least the reason that it
depends from Claims 1, 12, 14, 16, 18, and 21, which are indefinite. Additionally, Claim 22 is
invalid because the 797 patent does not disclose the best mode of practicing the invention as
recited in Claim 22 and because Claim 22 depends from Claims 1, 12, 14, 16, 18, and 21, which
are invalid for lack of best mode.

V. Patent L.R. 3-4(a)

Each Defendant will individually produce to Tse the documents required by Patent L.R. 3-
4(a) in its possession, custody or control. In light of Tse’s failure to specifically identify a
particular version (or versions) of an accused product in his Infringement Contentions, the
documents produced pursuant to Patent L.R. 3-4(a) may not reflect the actual operation of the
accused products as currently or previously shipped.

VI. Patent L.R. 3-4(b)

In addition to the prior art listed above, Defendants jointly produce additional prior art that
may be relevant to Defendants’ non-infringement, invalidity, and other defenses. Because
additional discovery may reveal that one or more of these documents, either alone or in
combination with other prior art or the knowledge of one skilled in the art, anticipate or render
obvious the one or more claims of the *797 patent, Defendants disclose these references at this

time.
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Dated April 13, 2007

/S/_Richard S. Hung
Harold J. McElhinny (CA SBN 66781)
hmcelhinny@mofo.com
Michael A. Jacobs (CA SBN 111664)
mjacobs@mofo.com
Richard S.J. Hung (CA SBN 197425)
rhung@mofo.com
MORRISON & FOERSTER LLp
425 Market Street
San Francisco, CA 94105-2482
Telephone: (415) 268-7000
Facsimile: (415) 268-7522

Attorneys for Defendant APPLE INC.

/S/_Michelle Carniaux
Frank L. Bernstein (CA SBN 189504)
fbernstein@kenyon.com
KENYON & KENYON LLpP
333 W. San Carlos Street
Suite 600
San Jose, CA 95110-2731
Telephone: (408) 975-7988
Facsimile: (408) 975-7501

Richard Gresalfi (admitted pro hac vice)
rgresalfi@kenyon.com

Michelle Carniaux (admitted pro hac vice)
mcarniaux@kenyon.com

KENYON & KENYON LLpP

One Broadway

New York, NY 10004-1007

Telephone: (212) 908-6036

Facsimile: (212) 425-5288

Attorneys for Defendant SONY CONNECT
INC.

Respectfully submitted,

/S/_Doug Lumish
Matthew D. Powers (CA SBN 104795)
matthew.powers@weil.com
Doug Lumish (CA SBN 183863)
doug.lumish@weil.com
WEIL GOTSHAL & MANGES LLpP
201 Redwood Shores Parkway
Redwood Shores, CA 94065
Telephone: (650) 802-3000
Facsimile: (650) 802-3100

Attorneys for Defendant MUSICMATCH,
INC.

/S/_Michael E. Williams
Charles K. Verhoeven (CA SBN 170151)
charlesverhoeven@quinnemanuel.com
Carl G. Anderson (CA SBN 239927)
carlanderson@quinnemanuel.com
QUINN EMANUEL URQUHART OLIVER
& HEDGES LLP
50 California Street, 22nd Floor
San Francisco, CA 94111
Telephone: (415) 875-6600
Facsimile: (415) 875-6700

Michael E. Williams (CA SBN 181299)
michaelwilliams@quinnemanuel.com
Richard H. Doss (CA SBN 204078)
richarddoss@quinnemanuel.com

QUINN EMANUEL URQUHART OLIVER
& HEDGES LLP

865 S. Figueroa Street, 10th Floor

Los Angeles, CA 90017

Telephone: (213) 443-3000

Facsimile: (212) 443-3100

Attorneys for Defendants
NAPSTER, INC. & REALNETWORKS,
INC.
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CERTIFICATE OF SERVICE BY OVERNIGHT DELIVERY
(Fed. R. Civ. Proc. rule 5(b))

I declare that I am employed with the law firm of Morrison & Foerster LLP, whose address
is 425 Market Street, San Francisco, California 94105-2482; I am not a party to the within cause;
I am over the age of eighteen years; and I am readily familiar with Morrison & Foerster’s practice
for collection and processing of correspondence for overnight delivery and know that in the
ordinary course of Morrison & Foerster’s business practice the document described below will be
deposited in a box or other facility regularly maintained by UPS or delivered to an authorized
courier or driver authorized by UPS to receive documents on the same date that it is placed at
Morrison & Foerster for collection.

I further declare that on the date hereof I served a copy of:

DEFENDANTS’ JOINT PRELIMINARY INVALIDITY CONTENTIONS
AND RELATED DOCUMENT PRODUCTION

on the following by placing a true copy thereof enclosed in a sealed envelope with delivery fees
provided for, addressed as follows for collection by UPS at Morrison & Foerster LLP, 425 Market
Street, San Francisco, California 94105-2482, in accordance with Morrison & Foerster’s ordinary
business practice.

Joseph J. Zito

ZITO TLP

1250 Connecticut Avenue, N.W.
Suite 200

Washington, D.C. 20036

Attorneys for Plaintiff

Michelle Carniaux
Richard S. Gresalfi
KENYON & KENYON
One Broadway

New York, NY 10004

Attorneys for Sony Connect, Inc.

Michael E. Williams

Richard H. Doss

QUINN EMANUEL URQUHART
OLIVER & HEDGES LLP

865 S. Figueroa Street, 10th Floor

Los Angeles, CA 90017

Attorneys for Napster, Inc. &
Realnetworks, Inc.

Douglas E. Lumish

Matthew D. Powers

WEIL, GOTSHAL & MANGES
LLP

201 Redwood Shores Parkway
Redwood Shores, CA 94065

Attorneys for Musicmatch, Inc.
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Charles K. Verhoeven

Carl G. Anderson

QUINN EMANUEL URQUHART
OLIVER & HEDGES LLP

50 California Street, 22nd Floor

San Francisco, CA 94111

Attorneys for Napster, Inc. &
Realnetworks, Inc.

I declare under penalty of perjury that the above is true and correct.

Executed at San Francisco, California, this 13th day of April, 2007.

Alice Chinn

(typed)

CERTIFICATE OF SERVICE
CASE NO. 06-06573 SBA
sf-2301311

(signature)






