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MusicMatch was founded in 1997 and launched its service on September 29, 2003, it was

called MusicMatch and its software was named MusicMatch Jukebox.  This was their logo:

Music Match was purchased by Yahoo on October 19, 2004.   Defendant MusicMatch's

corporate disclosure statement docket number 14 confirms this fact. Its logo became:

Now, Yahoo is dropping the MusicMatch name from the logo and folding the wholly owned

subsidiary into Yahoo.  The appropriate action for the Court to take at this time is to substitute

the real party in interest, Yahoo, Inc., for the named party MusicMatch.  This does not require a

protective order and is not an excuse for Defendant Yahoo to destroy evidence..  The new logo

is:

 



Page -6-

3. Bad Faith

Referring to Musicmatch’s Cassereau Decl. at ¶ 2, “In September 2007, deciding to focus

instead on its other music services, Yahoo! shut down the Musicmatch service entirely, including

ceasing distribution of and support for the Musicmatch Jukebox client and ending the

Musicmatch Store and Musicmatch On Demand services specifically.” Emphasis added. 

By the very nature of this testimony, it is apparent that Musicmatch actively concealed

from the Court and from the Plaintiff, the fact that the 300 servers system was being shut down

from September 2007 until the filing of the motion. 

Musicmatch has been patiently waiting for more than six months, paying the costs for

maintaining the 300 servers and all of a sudden, it declares that this is enough, and leaves the

Court as well as the Plaintiff very little time to decide what to do, in order to save Yahoo

"millions of dollars." 

It is respectfully submitted that, well before Musicmatch shut down the servers, there

must have been a decision made by Musicmatch and Yahoo.  However, Musicmatch decided to

conceal this decision from the court, that Musicmatch is planning to shut down all its servers, to

lay off most of its personnel that maintained the Musicmatch service and its computer servers

and transfer the rest to be redeployed to other company activities (Musicmatch’s Cassereau Decl.

at ¶ 3).   Defendant did not mentioning this matter in its Motion to Stay filed on July 25, 2007, or

by any other means of communication dedicated for this purpose as they ought to, as this will

certainly affect the Court consideration of the Stay motion, before the court unknowingly granted

the Motion to Stay on October 4, 2007. 

In fact, Plaintiff's Opposition to Defendants' Motion to Stay raised this very issue of
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deterioration of evidence:

The Court should also consider the prejudicial effect of significant delays on the
availability of evidence.  A delay of two or more years may make testimony all
the more difficult to obtain and preserve. The Court in Gladish v. Tyco Toys, 1993
U.S. Dist. LEXIS 20211, 5-6 (D. Cal. 1993) recognized this problem and denied a
stay. "Tyco's discovery has developed to the point that it is necessary to take
depositions. With much of the evidence sought, the issue of dates is critical, and
Tyco contends that witnesses may become unavailable, their memories may fade,
and evidence may be lost while the PTO proceeding takes place." (Opposition
Brief, page 9)

Currently the average time for a reexamination proceeding, based upon statistics form the

United States patent and Trademark office, has increased to five years. (Exhibit A,

Reexamination Pendency Continues to Rise, Dennis Crouch, Associate Professor of

Law, University of Missouri School of Law)  It is therefore unlikely that the reexamination of

the Tse patent will conclude prior to August 2012.   This will allow plenty fo time for

deterioration of evidence, especially if Defendants are allowed to destroy evidence during the

stay.   The stay should be lifted and the case should be allowed to proceed.

Defendant's actions are an act of deceit to obtain unfair advantage in litigation and

deserve sanction of the Court, not  a reward by allowing Defendant to destroy evidence.

4. The motion lacks a concrete basis

Throughout its Motion for Protective Order, Musicmatch proffered no reliable

information or evidences as to how much the money can be saved, not even the exact number of

the servers to be discarded.  Referring to Cassereau Decl. at ¶ 3, “Until it was shut down, the

Musicmatch service was operated utilizing approximately 300 different computer servers.” 

In its statement “maintaining the Musicmatch servers through its pendency is likely to
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cost Musicmatch millions of dollars”(emphasis added), there is not shown how Musicmatch can

come up with this figure, but given that the $32,000 each month expenses, one can only conclude

that Musicmatch is planning to stall the litigation for at least 3 more years (as 3 years expenses

amount to about one million), rather than allow the court to determine infringement in the

coming few months. 

Presumably, “the $32,000 each month” for maintaining the “approximately 300 different

computer servers.” includes a lot of unnecessary costs such as for air-conditioning, cooling

system, security for the shut down servers. 

Further, “This cost will go up significantly if the lease needs to be extended to keep

maintaining the servers.”(Cassereau Decl. at ¶ 3, emphasis added), is unsupported by

information to tell how much the cost will increase for maintaining the non-running servers, as

compared with the old cost which should be for running servers. 

As to its statement “these servers are old and failing”, there is also no evidence such as

average age and life span of the servers.

5.  Stay of Proceedings Harms Judiciary Efficiency 

and Opens more Opportunities for Losing Evidences 

“Indeed, the wisdom of a stay in this case is confirmed by the fact that Mr. Tse has

already resorted to four separate attempts to amend his claims before a rejection has even been

issued by the Patent Office.”, P.7, lines 22-23 of the Motion for Protective Order. Thank you

very much for the compliment as it should go to the Plaintiff, not the Defendants themselves. 

It is the Plaintiff’s own determination and efforts to amend the claims to greatest extent
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in order to avoid some unnecessary issues the Defendants may raise in the future claim

construction. However, whether the litigation is being stayed or not actually plays in role.   

For one instance, in the second amendment of the four amendments, a new limitation

“said responsibility of said rightful user(s) …. is referring to said payment said rightful user(s)

has to be responsible for” is added to independent claims 3, 12 and 15 respectively so that the

future construction or arguments on “electronic commerce operation(s) for which said rightful

user(s) has to be responsible” in their corresponding independent claims 1, 11 and 14 become

unnecessary.  

However, this “wisdom of stay” is not productive at all as far as judicial efficiency, rather

than preventing the infringers from legal punishment, is concerned. Because the Defendants are

holding up their claim construction positions carefully. 

Throughout their past communications including their “Request for Ex Parte

Reexamination” dated July 24, 2007, they interprets every word, every phrase, every limitation

of the claims, basing on the “Preliminary Infringement Contentions” they received from the

Plaintiff, referring to the Request, P.20, last paragraph, “Thus, the contentions establish what

Mr.Tse--the inventor and patent owner-views as a reasonable interpretation of his claims.”

Without knowing the Defendants’ claim construction positions, the Plaintiff simply has

no way to know which parts of the claims may be at issue later on and what new limitation may

be useful in eliminating the issues.

It is thus imperative for the court to re-open court proceedings including claim

construction so as to allow the Plaintiff to make good use of the Reexamination as an

opportunity to further amendment on the claims.    
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On the other hand, the remaining evidences that can be gathered from the 300 long time

shut down servers may be not sufficient to understand the function the system as a whole when it

was in service. Even if the Court may deny Musicmatch’s “Motion for Protective Order” to save

the 300 servers, this is not enough as a fact finder may needs the assistance of some personnel

who have left Musicmatch. “Musicmatch personnel that maintained the Musicmatch service and

its computer servers have largely left the company due to the shut-down of the service and other

recent layoffs at Yahoo!” (Musicmatch’s Cassereau Decl. at ¶ 3), it would become increasingly

difficult to do any fact finding as the personnel left may leave California or even USA for new

employments, and their memory may faint, as time go by.

Furthermore, even though Musicmatch expresses its willingness to allow the Plaintiff to

inspect the 300 servers, as it has to, the Plaintiff simply has no way to know how to start with

without going through a thorough deposition through which he can get the information he

needed from Musicmatch related to the 300 servers.  

Accordingly, the plaintiff respectfully requests the court the lift the stay of proceedings. 

II.

CONCLUSION

The “Motion for Protective Order” is a blatant move to destroy all infringement

evidences, filed at a time the United States Patent and Trademark Office is close to issue its first

office action to the Reexamination that the defendants including Musicmatch requested on July

24, 2007. The office action should be what Musicmatch is long waiting for, as Musicmatch must

be believing with no doubt that the office action will definitely revoke the lone ‘797 Patent at
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issue.

Presumably, Musicmatch has studied thoroughly my comments on the prior art raised in

the Reexamination and amendments on US Patent 6,665,797 and know that they’d better to have

all the infringement evidences be destroyed at once, than to let the court to have the opportunity

to determine infringement with the evidences.

A win-win solution for all sides, including the Plaintiff, the future fact finders, and

Musicmatch itself, to the Musicmatch’s motion, if its real intention is to get ride of the

unreasonable maintenance costs of the 300 servers, is to have the stay of proceedings be lifted so

that the court can swiftly end this action in the following few months.

Plaintiff proposes the following order:

It is ordered that:

Yahoo, the parent company of Defendant MusicMatch shall be substituted as the true

party in interest;

all proceedings before the Court being stayed by court order dated October 4, 2006 are

lifted, the parties shall confer to jointly file a new Case Management Statement which will start

with new deadlines for the Plaintiff to serve a new Preliminary Infringement Contentions and for

the Defendants to serve Invalidity Contentions, in 14 days from this order, to replace the old

Statement before the stay;

MusicMatch to proffer the court and Plaintiff a full listing of its 300 servers including

their respective location, model, version, serial number, purposes and functions; and also

hardware and software components of each of the individual servers, including their respective
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model, version, serial numbers, purposes and functions, and identities and all available contact

information of personnel used to maintain the Musicmatch service and its computer servers, in

20 days from this order and to maintain the servers in its existing functioning state until the

action closed;

MusicMatch to maintain all information and proffer the Plaintiff a full list of all its

Internet customers with addresses in California and San Francisco.

RESPECTFULLY submitted April 3, 2008.

    /s/ Joseph J. Zito                   
Joseph J. Zito
ZITO tlp
1250 Connecticut Avenue, NW, Suite 200
Washington, DC 20036
(202) 466-3500
joe@zitotlp.com
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Reexamination Pendency Continues to Rise
Patent reexamination/reissue number one (RE1) issued in 1838. Since then, the PTO has reissued
just under 40,000 patents. Since 1976, the office has issued about 350 per year in a rising trend. 
(Since 1999, the Office has reissued patents at a rate of 430 per year). While the PTO has upped 
its throughput, pendency rates of reissued patents continue to rise. Recently reissued patents 
(2006 & 2007) were pending (on average) just under five years on average. During that time, the 
PTO created a new power-team of expert examiners to handle reexamination. The numbers are 
clear here, however, that the focused effort should be redoubled.  Special attention should be paid
to reexaminations because those patents are likely to be more valuable.
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